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DETAILED ACTION 

1 . This Action is in response to the Application filed July 2, 2003. 

Information Disclosure Statement 

2. The references listed in the Information Disclosure Statement file on November 

3. 2003 and August 7, 2006 have been considered by the examiner (see attached PTO- 
1 449 form or PTO/SB/08A and 08B forms). 

Specification 

3. The disclosure is objected to because of the following informalities: Paragraph 
[01] needs to be updated with serial number, date, and status (publication number if 
published) of cited application. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1 1-20 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Regarding Claims 11-20, the claimed machine-readable storage is nonstatutory 
subject matter since it's not a machine, manufacture, process, or composition of matter. 
See MPEP2160(IV)(B)(1). 

Claims 1 1-20 lacks the proper preamble language for statutory computer 
program product. See MPEP 2100 for guidance on computer related inventions. 

The examiner suggest a preamble as follows: 
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"A computer readable medium containing computer executable instructions to 
perform a method, the method comprising:" Correction is required. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 ,1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1,11 and 21 provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claimsl ,11, and 21 of 
copending Application No. 10/612,025. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because of the following. 

5. Regarding Claim 1 of instant application, claim 1 of application number 
10/612,025 discloses a method, for providing and configuring communication links, the 
method comprising: 



determining any one usable media pair from all existing media pairs; 
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selecting any one channel from all existing channels; and 
assigning said selected any one channel to said any one media pair. 
In addition , claim 1 of 10/612,025 is more specific than claim 1 of present 
application. Conflicting claims in the instant application are not patentably distinct 
because conflicting claims are broader and generic with respect to the applied reference 
claims, i.e., an obvious variation. Many decisions support the fact that a broad or 
generic claim is obvious from a specific claim, i.e., an obvious variation. See In re Van 
Ornum and Stang, 214 USPQ 761 (CCPA 1982); In re Goodman (CA FC) 29 USPQ2d 
2010 (12/3/1993); In re Vogel and Vogel, 164 USPQ 619 (CCPA 1970); In re Berg (CA 
FC) 46 USPQ2d 1226 (3/30/1998); Eli Lilly and Co. v. Barr Laboratories Inc., 58 
USPQ2d 1865 (CA FC 2001 ). It is well settled that omission of an element and its 
function in a combination is an obvious expedient if the remaining elements perform the 
same functions as before. This notion is supported by In re KARLSON, 136 USPQ 184 
(1963); In re Nelson, 95 USPQ 82 (CCPA 1952); and In re Eliot, 25 USPQ 111 (CCPA 
1935). 

Regarding Claim 11 of instant application, claim 11 of application number 
10/612,025 discloses a machine-readable storage having stored thereon, a computer 
program having at least one code section for providing and configuring communication 
links, the at least one code section being executable by a machine for causing the 
machine to perform steps comprising: determining any one usable media pair from all 
existing media pairs; selecting any one channel from all existing channels; and 
assigning said selected any one channel to said any one media pair. 
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In addition , claim 1 1 of 10/612,025 is more specific than claim 1 1 of present 
application. Conflicting claims in the instant application are not patentably distinct 
because conflicting claims are broader and generic with respect to the applied reference 
claims, i.e., an obvious variation. (see above) 

Regarding Claim 21 of instant application, claim 21 of application number 
10/612,025 discloses a system for providing and configuring communication links, the 
system comprising: at least one controller adapted to determine any one usable media 
pair from all existing media pairs; at least one selector adapted to select any one 
channel from all existing channels; and said at least one controller adapted to assign 
said selected any one channel to said any one media pair. 

In addition , claim 21 of 10/612,025 is more specific than claim 21 of present 
application. Conflicting claims in the instant application are not patentably distinct 
because conflicting claims are broader and generic with respect to the applied reference 
claims, i.e., an obvious variation, (see above) 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections • 35 USC § 102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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7. Claims 1-30 rejected under 35 U.S.C. 102(b) as being anticipated by Bontemps 
et al. (US Patent Number 5,923,663). 

It is noted that the language used by Applicant merely suggests or makes 
optional those features described as "capable of or "adapted to"; such language does 
not require steps to be performed nor limits the claim to a particular structure. In re 
Hutchison, 69 USPQ 138. See MPEP 21 11.04. 

Regarding Claim 1 Bontemps et al. discloses a method for providing and 
configuring communication links, the method comprising: 

determining any one usable media pair from all existing media pairsfsee figure 

2, element 220a and 220b, contact pair) (see abstract, lines 1-3) ; 

selecting any one channel from all existing channelsfsee figure 2, element 202, 
port1-N) (see column 3, lines 58-61); and 

assigning said selected any one channel to said any one media pairfsee column 

3, lines 58-62, A control circuit is provided that toggles the selected circuit 
between the first and second states until a link detect signal indicates the 
reception of communication signals. The control circuit holds the select circuit in 
the particular state in which valid communication signals were detected). 

Claims 11 and 21 are the corresponding machine-readable storage and system 
claims for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 2, Bontemps et al. discloses everything as claimed above (see 
claim 1). In addition, the method includes: 

wherein said determining further comprises monitoring at least said any one 
usable media pairf see column 3, lines 50-52, the physical layer device monitors its 
receive input for transmitted communication signals and provided a link detect 
signal indicative thereof). 

Claims 12 and 22 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 3, Bontemps et al. discloses everything as claimed above (see 
claim 2). In addition, the method includes: 

wherein said monitoring further comprises detecting an existence of a 
communication signal on said any one usable media pairfsee column 5, lines 31-36, 
physical layer device ( second device), monitoring for communication signals in 
each of the first and second states of the select logic until valid communication 
signals are detected, and holding the select logic in one of the first and second 
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states in which a link detect signal indicates detection of valid communication 
signals). 

Claims 13 and 23 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 4, Bontemps et al. discloses everything as claimed above (see 
claim 1). In addition, the method includes: 

further comprising determining which one of said all existing media pairs is 
capable of facilitating communication at a maximum communication speed (see 
column 4, lines 6-14, a combination of protocols is also contemplated, the ports 
may include a first set of ports 10based-T and a second 100Base-TX). 

Claims 14 and 24 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 5, Bontemps et al. discloses everything as claimed above (see 
claim 4). In addition, the method includes: 

further comprising cross-connecting said selected any one channel to said one of 
said all existing media pairs capable of facilitating communication at a maximum 
communication speedfsee column 6, line 60- column 7, line 6, each PHY device of 
each ports would include a crossover function). 

Claims 15 and 25 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale.. 

Regarding Claim 6, Bontemps et al. discloses everything as claimed above (see 
claim 1). In addition, the method includes: 

further comprising determining which one of said all existing media pairs is 
capable of operating at a reduced communication speed ( see column 4, lines 6-14, a 
combination of protocols is also contemplated, the ports may include a first set 
of ports 10based-T and a second 100Base-TX). 

Claims 16 and 26 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 7, Bontemps et al. discloses everything as claimed above (see 
claim 6). In addition, the method includes: 

further comprising cross-connecting said selected any one channel to said one of 
said all existing media pairs capable of operating at said reduced communication 
speed (see column 6, line 60- column 7, line 6, each PHY device of each ports 
would include a crossover function). 
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Claims 17 and 27 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 8, Bontemps et al. discloses everything as claimed above (see 
claim 1). In addition, the method includes: 

further comprising: 

flipping at least one of a channelfsee figure 2, element 202, port1-N) and a 
media pairfsee figure 2, element 220a and 220b, contact pair) assignment of a 
previously defined general channel and media pair configuration which defines channel 
and media pair assignments for at least a portion of said all existing media pairsfsee 
column 4, lines 62-65); and 

defining said flipped at least one said channel and said media pair assignment as 
a default channel and media pair configurationfsee column 4, lines 62-65, the 
physical layer device to the appropriate contacts of the ports connector for 
performing a straight-through connection in one state (first combination) and a 
crossover connection in another state( second combination)). 

Claims 18 and 28 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 9, Bontemps et al. discloses everything as claimed above (see 
claim 1). In addition, the method includes: 

further comprising identifying a status of at least one of said all existing media 
pairs and at least one of said all existing channels^ see column 3, lines 50-52, the 
physical layer device monitors its receive input for transmitted communication 
signals and provided a link detect signal indicative thereof). 

Claims 19 and 29 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 

Regarding Claim 10, Bontemps et al. discloses everything as claimed above 
(see claim 9). In addition, the method includes: 

further comprising storing said identified statusf/see column 3, lines 50-52, the 
physical layer device monitors its receive input for transmitted communication 
signals and provided a link detect signal indicative thereof). 

Claims 20 and 30 are the corresponding machine-readable storage and system 
for the above-mentioned claim and are thus rejected under same rationale. 



Application/Control Number: 10/612,729 Page 9 

Art Unit: 2617 

Citation of Pertinent Prior Art 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Dove et al. (US Patent Number 6,175,865) disclose a apparatus for 
automatically configuring network media connections; 

Coffey (US patent Number 6,684,347) discloses a method and system for MDI 
crossover control; 

Romano et al. (US Patent Number 6,661 ,805) see abstract. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mon Cheri S. Davenport whose telephone number is 
571-270-1803. The examiner can normally be reached on Monday - Friday 8:00 a.m. - 
5:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eliseo Ramos-Feliciano can be reached on 571-272-7925. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



MD/md 

February 13, 2007 
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